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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 , 4-7, and 9-15 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Fujii et al. (US Patent 5,272,51 1 ). 

Fujii et al. discloses an image forming apparatus comprising: 
a. Regarding Claim 1: 

a sheet feeding unit (100 in Figure 1) for feeding a sheet including a manuscript 
sheet (Column 3, lines 15-17) and an insert sheet (Column 2, line 66-Column 3, line 4) 
composed of a cover or an interleaf. 

image reading means (Scanner Unit 104 in Figure 1) communicating with the 
sheet feeding unit for reading an image on the sheet fed from the sheet feeding unit; 

an image forming unit (Photosensitive Drum 111 in Figure 1) electrically 
connected to the image reading means for forming the image read by the image reading 
means on a copy sheet; and 
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a sheet discharge unit (Trays 700 and 701 in Figure 1 ) for discharging the 
manuscript sheet, the copy sheet, and the insert sheet. 

b. Regarding Claim 4: 

An image forming apparatus according to claim 1, wherein said sheet discharge 
unit includes a copy sheet discharge unit (Trays 700 and 701 in Figure 1) for 
discharging the copy sheet with the image formed by the image forming unit, an insert 
sheet conveyance path (See Figure 3 for path(s)) for guiding the insert sheet fed from 
the sheet feeding unit to the copy sheet discharge unit, a manuscript sheet discharge' 
unit (Trays 700 and 701 in Figure 1 ) for discharging the manuscript sheet fed from the 
sheet feeding unit, and a manuscript sheet conveyance path (See Figure 3 for path(s)) 
for guiding the manuscript sheet fed from the sheet feeding unit to the manuscript sheet 
discharge unit. 

c. Regarding Claim 5: 

An image forming apparatus according to claim 1 , wherein said sheet discharge 
unit includes a copy sheet discharge unit for discharging the copy sheet with the image 
formed by the image forming unit, and a common conveyance path for guiding the 
manuscript sheet and the insert sheet fed from the sheet feeding unit to the copy sheet 
discharge unit (See Finisher Path 552 in Figure 3). 

d. Regarding Claim 6: 
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An image forming apparatus according to claim 1 , wherein said sheet feeding 
unit includes a sheet feeding tray (See Original Feeding Device 100 in Figure 1) for 
receiving the manuscript sheet and the insert sheet, and sheet separating means 
(Column 10, lines 39-43) for separating the manuscript sheet or the insert sheet one by 
one. 

e. Regarding Claim 7: 

An image forming system comprising: an attachment including a sheet feeding 
unit (100 in Figure 1) for feeding a manuscript sheet (Column 3, lines 15-17) and an 
insert sheet (Column 2, line 66-Column 3, line 4) and image reading means (Scanner 
Unit 104 in Figure 1) for reading an image on the manuscript sheet and the insert sheet 
fed from the sheet feeding unit; and an image forming apparatus main unit 
(Photosensitive Drum 1 1 1 in Figure 1) attached to the attachment and having image 
forming means for forming the image on a copy sheet. 

f. Regarding Claim 9: 

An image forming system according to claim 8, wherein said sheet determining 
means includes operation means for selecting the manuscript sheet and the insert sheet 
among the sheets fed from the sheet feeding unit (Column 12, lines 31-42). 

g. Regarding Claim 10: 
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An image forming system according to claim 7, wherein said attachment includes 
a sheet discharge unit for discharging the copy sheet with the image formed by the 
image forming means (Trays 700 and 701 in Figure 1). 

h. Regarding Claim 11: 

An image forming system according to claim 7, wherein said attachment includes 
image data conversion means for reading the image on the manuscript sheet and 
converting the image into image data (See Block Diagram in Figure 2). 

i. Regarding Claim 12: 

An image forming system according to claim 7, wherein said attachment includes 
copy sheet feeding means for feeding the copy sheet to the image forming means (100 
in Figure 1). 

j. Regarding Claim 13: 

An image forming system according to claim 7, wherein said sheet feeding unit 
includes a sheet feeding tray for receiving the manuscript sheet and the insert sheet, 
and sheet separating means (Column 10, lines 39-43) for separating the manuscript 
sheet or the insert sheet one by one (Trays 700 and 701 in Figure 1). 

k. Regarding Claim 14: 

An image forming system according to claim 7, wherein said attachment includes 
a copy sheet discharge unit (Trays 700 and 701 in Figure 1 ) for discharging the copy 
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sheet with the image formed by the image forming means, an insert sheet conveyance 
path (See Figure 3 for path(s)) for guiding the insert sheet fed from the sheet feeding 
unit to the copy sheet discharge unit, a manuscript sheet discharge unit for discharging 
the manuscript sheet fed from the sheet feeding unit(Trays 700 and 701 in Figure 1), 
and a manuscript sheet conveyance path (See Figure 3 for path(s)) for guiding the 
manuscript sheet fed from the sheet feeding unit to the manuscript sheet discharge unit. 

I. Regarding Claim 15: 

An image forming system according to claim 7, wherein said attachment includes 
a copy sheet discharge unit (Trays 700 and 701 in Figure 1) for discharging the copy 
sheet with the image formed by the image forming means, and a common conveyance 
path (See Figure 3 for path(s)) for guiding the manuscript sheet and the insert sheet fed 
from the sheet feeding unit to the copy sheet discharge unit. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2,3, and 8 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fujii et al. in view of Koji (Japanese Publication Number 2000-165667). 
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(i) Fujii et al. discloses all of the above except for being able to discriminate 
between the copy sheet and the insert sheet. 

(ii) In the same field of endeavor, Koji teaches an image forming device that 
can accurately discriminate an original type automatically by examining the 
spectral characteristics of the optical system of the scanner section. 

(iii) It would have been reasonable for one of ordinary skill in the art to 
incorporate the Koji's ability to differentiate between a copy sheet and a media 
sheet and combine it with the insert sheet transporting apparatus of Fujii et al. 
(iii) The motivation to do so would be to make a quick determination of media 
type without disturbing the user. This provides for a faster and more efficient 
system and increases the throughput and output of the image forming apparatus. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Conrad et al. (US Patent 5,272,51 1) discloses a sheet inserter 
that inserts special insert sheets into a continuous stream of sheets by overlaying the 
insert sheets with a corresponding sheet in the continuous stream of sheets. The insert 
sheet overlaying the corresponding sheet in the continuous stream of sheets is then 
conveyed with the corresponding sheet to a final destination where the sheets can be 
compiled into a stack. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. McLean whose telephone number is 571. 
270.1679. The examiner can normally be reached on Monday through Friday 7:30AM- 
5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Liu Shuwang can be reached on 571.272.3036. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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